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DETAILED ACTION 

This application claims priority under 35 U.S.C §1 19 (a)-(d) and 365(c) to foreign 
application JAPAN 2002-312131 filed 28 October 2002. A certified copy of the foreign 
priority application in Japanese is received. However, no translation of the foreign 
priority document is received. 

This Office Action is in response to Applicant's amendment/ remarks/ response 
filed 6/08/2007, wherein claims 1-3 and 8 have been amended. Claims 1-8 are 
currently pending and are examined on the merits herein. 

Rejections Withdrawn 

Applicant's arguments, see Page 6, paragraph 2, filed 6/08/2007, with respect to 
objection to claim numbering have been fully considered and are persuasive. The 
objections of claim 4 has been withdrawn. 

The following are new or modified rejections necessitated by Applicant's 
amendment filed 6/08/20078, wherein the limitations in pending claims 1-3 and 8 as 
amended now have been changed and claims 5-7 depend from claims 1-3, 
respectively. The limitations in the amended claims have been changed and the 
breadth and scope of those claims have been changed. Therefore, rejections from the 
previous Office Action, mailed 1/08/2007, have been modified and are listed below. 



Claim Rejections - 35 USC § 112 
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The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1,3 and 7-8 are rejected under 35 U.S.C. 112, second paragraph, as 

being indefinite for failing to particularly point out and distinctly claim the subject matter 

which applicant regards as the invention. The recitation "a group capable of reacting 

with the hydroxyl group" renders the claims indefinite. The recitations are not clearly 

defined in the specification. Note that definition by giving examples doesn't convey to 

one of skill in the arts the metes and bounds of the terms defined. Said phrase do not 

convey a structural formula or chemical name to one of ordinary skill in the art. In the 

absence of a structural formula or chemical name one of ordinary skill in the art would 

not be apprised of the metes and bounds of claimed invention. 

Response to Arguments 

Applicant's arguments filed 6/08/2007 have been fully considered but they are 

not persuasive. Applicants argue that one of ordinary skill in the art would readily 

understand the scope of the claims, in particular in view of applicants disclosure in page 

7, first full paragraph. The first full paragraph of page 7 is quoted below; 

Specific examples of the group represented by Y which is capable of 
reacting with a hydroxyl group in sugars include a halogen; O-SO2-R 
wherein R represents an aliphatic or aromatic hydrocarbon group; 
isothiocyanate, and a chlorotriazine derivative. 

The claims herein are not limited to the disclosed groups, a halogen, 0-S02-R, 

isothiocyanate and chlorotriazine derivative. One of skill in the art would view the 

recitation "a group capable of reacting with the hydroxyl group" to be significantly 
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broader than the groups listed in the above cited paragraph. The functional description 
does not provide any structural information about which compounds are included in the 
claims herein. The rejection under section 112, second paragraph is still deemed 
proper and is adhered to. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ito Y. 
et. al. (Chem. Eur. J 2002, 8(14), 3076-3084; Of record), in view of Attardi et. al. (Tet. 
Let. 41 (2000) 7395-7399; Of record) 

Ito et. al. discloses the use of p-nitrobenzylpyridine (PNBP) for the detection of 
the monochloroacetyl (CAc) group in solid phase synthesis of oligosaccharides 
(sugars). (Page 3078, Column 2, Paragraph 2 - Page 3079, Column 1, Paragraph 1; 
Scheme 2). Note that oligosaccharides are also described by the general term 
"sugars." Ito teaches that in case of oligosaccharide synthesis, estimation of coupling 
yields requires the quantification of hydroxy groups, which are difficult. (Page 3077, 
Column 2, Paragraph 3). Ito further teaches that the protecting groups presence (or 
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absence) should be detectable with high specificity and precision. (Page 3078, Column 
2, Paragraph 3). 

Ito et. al. does not expressly disclose the use of an azo dye compound of the 
formula X-Y for the detection of the presence of hydroxyl groups. 

Attardi discloses the use of 2,4,6-trichloro[1 ,3,4]-triazine (TCT) and the aza dye, 
Alizarin R, to detect the presence of OH groups in solid phase synthesis. (Abstract). In 
Attardi et. al., TCT is first reacted with the hydroxyl group on the resin and the dye is 
further reacted with TCT attached to the resin, ultimately resulting in the same Dye-TCT 
adduct on the resin. (Page 7396, Scheme 1). Note that Alizarin R and Disperse Red of 
the instant application have very similar structures, as shown below: 

a 

O N ^N red coloured beads 

W a H NHFmoo Q X " ^-° H 




N ° 2 " Alizarin R 

Alizarin R, and the TCT conjugate on the. resin attached to an OH group immobilized on 
a resin. (Page 7396, Scheme 2). 
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Instant Application: Disperse Red dye and TCT adduct of Disperse Red. (Specification, 
Page 10, Example 1). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to synthesize the TCT adduct of Disperse Red dye and to use it to 
monitor the presence of OH groups on a solid phase during oligosaccharide synthesis, 
as well as to monitor the presence of chloroacetyl group using p-nitrobenzylpyridine 
(PNBP), because Ito et. al. discloses the use of PNBP to monitor the presence of OH 
groups during solid-phase synthesis of oligosaccharides, and Taddei et. al. discloses 
the use of an azo dye with strong structural similarity to Disperse Red and it addition to 
TCT to monitor the presence of OH groups in solid phase synthesis. 

One of ordinary skill in the art would have been motivated to use both PNBP and 
an Aza dye conjugate of TCT to monitor solid-phase oligosaccharide synthesis, 
because Ito teaches that the protecting groups presence (or absence) should be 
detectable with high specificity and precision during oligosaccharide synthesis, in 
particular OAc a widely used protective group in oligosaccharide synthesis. If the 
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claimed invention and the structurally similar prior art species share any useful property, 
that will generally be sufficient to motivate an artisan of ordinary skill to make the 
claimed species. It is a reasonable expectation that similar species usually have similar 
properties. See Dillon, 919 F.2d at 693, 696, 16 USPQ2d at 1901, 1904. See also, 
Deuel, 51 F.3d at 1558, 34 USPQ2d at 1214. In fact, similar properties may formally be 
presumed when compounds are very close in structure. Dillon 919 F.2d at 693, 696, 16 
USPQ2d at 1901, 1904, as noted in MPEP 2144. 

Therefore, one of ordinary skill in the art would have reasonably expected that 
both PNBP and the TCT conjugate of Disperse Red can be successfully employed to 
monitor the presence and absence of OH group and its protective group OAc. 

Thus the claimed invention as a whole is clearly prima facie obvious over the 
combined teachings of the prior art. 

No Claim is allowed. 

Response to Arguments 

Applicant's arguments filed 6/08/2007 have been fully considered but they are 
not persuasive. Applicants argue that the colorization of the chloroacetyl group is a 
unique technique which is not within the prior art of record. Applicant argue that the 
prior art does not provide sufficient indication why one having ordinary skill in the art 
would have combined the disclosures of Ito which is directed to a tag-reporter and resin 
capture-release strategy in oligosaccharide synthesis, and Attardi which is directed to a 
sensitive visual test for detection of OH groups on resin. This argument was found 
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unpersuasive, since Ito clearly involves solid phase synthesis of oligosaccharides. See 
citation above. Applicant further argue that Ito used TLC to monitor color test while 
Attardi et. al. discloses a fluorescent substance for monitoring reaction. In response to 
applicant's arguments against the references individually, one cannot show 
nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 
1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). The 
rejection under section 103(a) is still deemed proper and is adhered to. 

Conclusion 

No claim is allowed. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Roy P. Issac whose telephone number is 571-272-2674. 
The examiner can normally be reached on 9:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Shaojia Anna Jiang can be reached on 571-272-0627. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571 -272-1 000. 



Roy P. Issac 
Patent Examiner 
Art Unit 1623 




Supervisory Patent Examiner 
Art Unit 1623 



